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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 07 January 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-1 1 and 13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-1 1 and 13 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E| All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of group II in the reply filed on 7 January 2008 
is acknowledged. The traversal is on the ground(s) that the invention was not obvious 
over the cited references. Although the Examiner does not agree that the inventions 
share an inventive element, the examiner believes that search of all inventions would 
not constitute a burden in the instant case. The restriction requirement is withdrawn. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

Status of Claims 

3. Responsive to the preliminary amendment, claims 1 -1 1 and 1 3 are amended and 
claim 12 is cancelled. Claims 1-11 and 13 are currently under examination. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. Claim 13 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The term "lower levels of nitrogen" in claim 13 is a relative term which renders 
the claim indefinite. The term "lower levels of nitrogen" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. It is unclear from claim 13 as to what is meant by "lower." 

Claim 13 recites the limitation "the powder residue". There is insufficient 
antecedent basis for this limitation in the claim. 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1 -1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over US 
Patent 4,340,424 issued to Katoh et al (hereinafter "Katoh"). 

Regarding claim 1 , Katoh teaches the invention substantially as claimed. Katoh 
teaches a high-chromium ferritic stainless steel for the purpose of making corrosion- 
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resistant articles such as watch casings (see Abstract, cols. 1-2). Katoh teaches that 
the ferritic steel alloy contains less than 0.050% nitrogen, 0.4-3.0% silicon, 21-30% 
chromium, and 1 .0-5.0% molybdenum (see cols. 1-2). Katoh does not teach the 
additions of titanium, niobium, or aluminum. The range of composition disclosed in 
Katoh substantially overlaps the claimed range, establishing a prima facie case of 
obviousness. It would have been obvious to one of ordinary skill in the art to have 
made the ferritic steel of Katoh, and to have selected a composition within the instantly 
claimed range, because Katoh teaches the same utility over an overlapping range. 
Applicant is further directed to MPEP 2144.05. 

Regarding claim 2, Katoh further teaches that the alloy contains less than 3.0% 
manganese (see cols. 1-2). Katoh further teaches wherein the alloy contains less than 
0.020% carbon (see cols. 1-2). Katoh does not teach the amount of phosphorous 
present in the alloy. However, P is well documented in the art to be an impurity element 
of iron, and thus one of ordinary skill in the art would have optimized the amount of 
phosphorous through routine experimentation. It would have been obvious to one of 
ordinary skill in the art to have made the ferritic steel of Katoh, and to have selected a 
composition within the instantly claimed range, because Katoh teaches the same utility 
over an overlapping range. Applicant is further directed to MPEP 2144.05. 

Regarding claim 3, Katoh teaches wherein the amount of chromium is from 21- 
30% (see cols. 1-2). Although this is exclusive of the instantly claimed amount of 19.5- 
20.5%, a prima facie case of obviousness exists where the claimed ranges and prior art 
ranges do not overlap but are close enough that one skilled in the art would have 
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expected them to have the same properties. Titanium Metals Corp. of America v. 
Banner, 778 F.2d 775,227 USPQ 773 (Fed. Cir. 1985). Because 21% Cr is held to be 
close enough that one skilled in the art would have expected them to have the same 
properties as 20.5% Cr, it is held that Katoh has created a prima facie case of 
obviousness of the presently claimed invention. Overlapping ranges have been held to 
be a prima facie case of obviousness. Applicant is further directed to MPEP 2144.05. 

Katoh further teaches wherein the alloy contains less than 0.5% N (see cols. 1- 
2). Because the amount of N disclosed in Katoh is held to be close enough that one 
skilled in the art would have expected them to have the same properties as 0.05% N, it 
is held that Katoh has created a prima facie case of obviousness of the presently 
claimed invention. 

It would have been obvious to one of ordinary skill in the art to have made the 
ferritic steel of Katoh, and to have selected a composition within the instantly claimed 
range, because Katoh teaches the same utility over an overlapping range. Applicant is 
further directed to MPEP 2144.05. 

Regarding claim 4, Katoh teaches wherein the alloy contains less than 0.050% 
nitrogen, 0.4-3.0% silicon, 21-30% chromium, and 1.0-5.0% molybdenum (see cols. 1- 
2). 21 % Chromium meets the limitation of "about 20 percent by weight" as claimed. 
Less than 0.5% nitrogen meets the claim limitation of "about 0.05 percent by weight" as 
claimed. 

It would have been obvious to one of ordinary skill in the art to have made the 
ferritic steel of Katoh, and to have selected a composition within the instantly claimed 
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range, because Katoh teaches the same utility over an overlapping range. Applicant is 
further directed to MPEP 2144.05. 

Regarding claim 5, Katoh teaches wherein nickel may be added to the alloy in 
amount of 0-5.0%, but that it is expensive and that it is an austenite-forming element 
(see col. 3). Thus, one of ordinary skill would have been directed to reduce the amount 
of nickel, or not add it at all. 

It would have been obvious to one of ordinary skill in the art to have made the 
ferritic steel of Katoh, and to have selected a composition within the instantly claimed 
range, because Katoh teaches the same utility over an overlapping range. Applicant is 
further directed to MPEP 2144.05. 

Regarding claim 6, Katoh teaches wherein sulfur may be added as an optional 
alloying element in the amount of 0.05+0.20% (see cols. 1-3). 

It would have been obvious to one of ordinary skill in the art to have made the 
ferritic steel of Katoh, and to have selected a composition within the instantly claimed 
range, because Katoh teaches the same utility over an overlapping range. Applicant is 
further directed to MPEP 2144.05. 

Regarding claim 7, Katoh does not teach the presence of sulfur as claimed. 
However the Examiner takes Official notice that sulfur is well documented as an 
impurity element in stainless steel affecting the corrosion resistance, and thus would 
have been a results-effective variable in the composition of Katoh. One of ordinary skill 
in the art would have optimized the amount of sulfur without undue experimentation in 
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order to achieve the desired corrosion resistance. Applicant is further directed to MPEP 
2144.05. 

Regarding claim 8, Katoh teaches wherein the alloy is used to make watch cases 
(see cols. 1-2). 

Regarding claim 9, Katoh teaches wherein the alloy is used to make watch cases 
(see cols. 1-2). Katoh does not teach wherein the watch casing part is a base or a 
shell. The Examiner takes Official Notice that watch case designs employing base 
and/or shell are well known and well documented in the art, and that the watch casing 
part in the form of a base or shell as claimed would have been obvious to one of 
ordinary skill in the art at time of invention. Applicant is further directed to MPEP 
2144.03. 

Regarding claims 1 0 and 1 1 , Katoh does not teach wherein the alloy is used to 
make a watch face or a part for linked watch straps. The examiner takes Official notice 
that watch designs featuring a case and linked watch strap, or a case and a watch face 
which are made from the same material are well documented in the art. Further, it 
would have been obvious to one of ordinary skill in the art at time of invention to have 
made the watch face and other parts of the watch from the same material as the watch 
casing in order to improve the aesthetics of the watch. 

8. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent 5,897,815 issued to Quichaud et al. (hereinafter "Quichaud") in view of Katoh. 



Application/Control Number: 10/529,325 Page 8 

Art Unit: 1793 

9. Regarding claim 13, Quichad teaches the invention substantially as claimed. 
Quichaud teaches wherein a watch casing is made via an injection molding process 
(see Example 1). Quichad teaches that a stainless steel powder is suspended in a 
liquid, and injected into a mold (see Example 1). Quichaud teaches that the liquid is 
evaporated and the part is sintered (see Example 1). 

Quichaud does not teach wherein the alloy is a ferritic steel as described in claim 
1 . Quichaud does not specify what is the stainless steel alloy. 

Katoh is relied upon as stated above. It would have been obvious to one of 
ordinary skill in the art at time of invention to have practiced the invention of Quichaud, 
and to have used a powder of the alloy of Katoh as the stainless powder, because 
Katoh teaches that the alloy is particularly suitable for watch casings (see cols. 1-2). 

Conclusion 

1 0. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 3,856,515; 3,953,201 ; 4,059,440 each teach ferritic steel alloys 
similar in composition to instant claim 1 . 6,093,223 teaches a method of making a 
watch part from a ferritic stainless steel powder via metal injection molding. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHRISTOPHER KESSLER whose telephone number is 
(571)272-6510. The examiner can normally be reached on Mon-Fri, 9-5. 



Application/Control Number: 10/529,325 Page 9 

Art Unit: 1793 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571 ) 272-1 244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 
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